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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark

Kathleen Hiraga, ; Registration No. 3125129
) Serial No. 78608724
Petitioner, ) For the mark “Garden Organics”
) Date filed: April 14, 2005
v, ) Date registered: August 1, 2006 (Supplemental)
) Cancellation No. 92/047976
Sylvester J. Arena, )
)
Respondent, )
)
)

RESPONDENT’S NOTICE OF RELIANCE - A

Pursuant to 37 CFR § 2.122(b) and 37 CFR § 2.122(e), Respondent hereby makes of record portions of
Respondent’s Application for Registration, Petitioner’s Application for Registration, Petitioner’s Petition for
Cancellation and relevant correspondence to/from USPTO relating to these Applications and Petition as
follows:

a. Petitioner’s May 19, 2005 application for registration of the mark “Garden Organics” USPTO
Serial #78632995.

b. Petitioner’s June 5, 2008 Notice of Reliance - Exhibit D

c. USPTO December 14, 2005 Office Action to Petitioner

d. Petitioner’s June 14, 2006 Response to Office Action

e. USPTO’s July 11, 2006 Suspension Letter sent to Petitioner

/. Respondent’s August 1, 2006 Registration Certificate for “Garden Organics”

g. USPTO February 21, 2007 Office Action to Petitioner



h. Petitioner’s August 20, 2007 Petition for Cancellation of Respondent’s Registration

Copies of the relevant portions of the cited documents are attached hereto and identified as Exhibits by the
paragraph letters listed above. Respondent’s citations of the relevance of each of these documents to this

proceeding are annotated on the cover page to each of the following Exhibits.

Respectfully submitted,

Date: August 5, 2008 By:

T T —

Sylvester J. Arena — Respondent
2070 West Hwy 46

Paso Robles, CA 93446

Tel: (805) 226-2794



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of trademark

Registration No. 3125129

Serial No. 78608724

For the mark “Garden Organics”

Date filed: April 14, 2005

Date registered: August 1, 2006 (Supplemental)
Cancellation No. 92/047976

Kathleen Hiraga,
Petitioner,
vi.
Sylvester J. Arena,

Respondent,

N N N N N N N N N N N N’

CERTIFICATE OF SERVICE AND MAILING

It is hereby certified that a copy of the foregoing Respondent’s Notice of Reliance is being deposited with the
United States Postal Service, first-class postage prepaid, in an envelope addressed to:

Don Thornburgh Law Corporation
Don Thornburgh, Esq.
466 Foothill Boulevard, Suite 220
La Cafiada Flintridge, California 91011

Executed this 5th day of August, 2008, at Paso Robles, California.

C:;’Jfﬂf"’r‘f —

Sylvester Arena
2070 West Highway 46
Paso Robles, California 93446



Exhibit A.

Petitioner’s May 19, 2005 application for registration of the mark “Garden Organics” USPTO Serial
#78632995.

Relevance: Petitioner’s application states a date of Petitioner’s first use of the mark in commerce as least

as early as February 20, 2004 for International Class 031 (Agricultural and horticultural products,

namely, living plants, plant seeds and seedlings) and International Class 041 (Educational services,
namely, conducting workshops and seminars in the fields of methods for growth and maintenance of
edible herbs, flowers, vegetables and fruits, the design and implementation of organic culinary

beds, nutrition, recipes and distributing course material in connection therewith).
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Exhibit B.

Petitioner’s June 5, 2008 Notice of Reliance - Exhibit D
Relevance: Petitioner has acknowledged in its Notice of Reliance — Exhibit D that:

Respondent’s ‘Garden Organics’ products appeared on the back cover of the Arena Roses 2004

catalog
* Respondent provided a full copy of said Arena Roses 2004 catalog

Respondent provided a copy of the December 13, 2003 invoice for the printing of the catalog by
ColorGraphics in November, 2003.

* Respondent provided a copy of the December 8, 2003 Postage Statement from the USPS for the
mailing of 19,555 copies of the Arena Roses 2004 catalog

Respondent provided a copy of the December &, 2003 invoice from Accurate Mailing Service
showing that 19,555 catalogs of the Arena Roses 2004 catalog were mailed by Respondent on
December &, 2003.



FOTH e ‘
3. The invaloes or offer deows

amaneree for TARDEN andior service cafegoried for which You
demark oF servicd mar
[ltem 2] RESPONDENT 13 poowsding 2 copy of Invoee #139573 dated December 15, 2063 from

Colorpraplies, Ine. €Y Bax 5 H{Iﬁ Laos Angeles, 04 BORR 15700 The Pentiouer will note that the mwvoios

spectfies that GG Job Number FI0312/1068 13 tm the prioting of 33000 coptes of the Arena Boses 2004

catalon.

ffrens 3] Respondent 13 providing a copy of the Srens Roses 2004 catalop. Petittoner will note that "Garden
Oreames” produnts appear oo the back cover. Petitioner will alse note that the original desizgn of the "Ganden
Uresnies” muark 13 identios] to the cwitent design of the "Garden Oromues” mack.

fhiens 4] Respondent 15 providing a copy of Postage Btatement Hiled with the US Postal Servios on Deocnber 8,
2003 for the mading of 19355 eatalogs

flrem 5] Respondent 15 providhoe a copy of Invores #5521 from Aceurate Maling Service for list management
ard Sendlng services for the matling of 19 5355 catalogs on December 8, 2063

‘ Exhibit B.
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Exhibit C.

USPTO December 14, 2005 Office Action to Petitioner

Relevance: Examining attorney for Petitioner’s mark cites Respondent’s then-pending Application Serial

No. 78608724 and notes “there may be a likelihood of confusion...” with Respondent’s mark.

13



UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: TRAAI2BGS
APPLICANT: Kathleen Hirmgs % 7 8 63 299 5 *

CORRESPONDENT ADDRESS: RFTLR\ ADDRESS:
Tiom Thornburgh “srisent : Sor Erisdemaries
Dom Thornbargh Law Corperation

110

466 Foothill Bhd.

La Canads Flinmidpe UA $1011

MARK: GARDEN ORGANICS

v i sl soereepundime

CORRESPONDENT'S REFERENCEDOUKET Ntx W& Pl pr

4 mmber, maed sod
CORRESPONDENT EMALL ADDRESS:
usprogidonihornburgh.com

e

OFFICE ACTION

RESFONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A FROPER RESPONSE TO THIS
OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.

MATLINGE-MAILING DATE INFORMATION: if the matling o e-matting date of this Office action does not appear abave,
thig information can be obiatned by visfitng the USPTO webstte at hitpy inserting the application serial namber, and
viewing the presecution history for the mailing date of the most recently issus ﬁ (Ei‘fu., comtnutcation.

Senial Nummher TRAI29935

The assigned expmining atforney has reviewed the referenced application and determined the following,

R

Search of the Office Records

Information regarding peading Application Serial No. 7TR6G2724 is cnclosed. The filing date of the referenced application preosdes
applicant’s filing date. There may be a Hkelihood of confuston between the two marks under Trademark Act Scotion 2{d}, 1S USL.

$10524d). H the referenced application registors, repistration may be refused in this case ander Secnton 2(d). 37 C.ER. §2.83; TMEP

T T T N U Y
disposition of the carlier-fied application.

If applicant believes there iz no potential conflicf between this application and the sarlier-filed appHeaton, then applicant may
presend arguments relevant o the issue in a response to this Office action. The clection not to submit arguments at this thue i ao
way Linits applicant’s right to sddress this issue at 2 Iator point.

Exhibit C.
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Exhibit D.

Petitioner’s June 14, 2006 Response to Office Action

Relevance: Petitioner argues that there is no likelihood of confusion between the marks by stating, in part:

Applicant notes the Examining Attorney’s refusal to register the Applicant’s mark, based on
the possibility of a likelihood of confusion with the pending application serial number
78/608724 for “GARDEN ORGANICS” under Trademark Act Section 2(d), 15 U.S.C.
§1052(d). The owner of the other mark claims the associated goods are ‘“‘fertilizers, soil
conditioners and soil amendments for domestic use”. As such, the Applicant respectfully
disagrees that consumers could suffer confusion between the third party’s fertilizers and the
Applicant’s seeds and seedlings. By analogy, this would be to suggest that consumers could
be confused between sources of gasoline and sources of automobiles. The other party sells

goods which fertilize plants, whereas the Applicant sells the plants themselves.

In the case of the Applicant’s services in international class 041, the distinction is even more
dramatic. The third party sells fertilizer, whereas the Applicant provides educational
services. As stated in both the original and the amended version of the Applicant’s
description of goods and services, these educational services are not education about

fertilizers.

15



’amhcanf 5 maik is su g\gc itve, not descriptive. Because it s suggestive of the ponds and services offered under the mask, itis copable of
s EE R S

?

LIKELIHOOD QF CONFUSION
Applivant nates the Ex; ng Attorney™s efusal to repister the Applicant’s mark, based oo the possthilify of a lkelthand of confusion with the
pes:rjm appq\zmon senigl number T8G0RT24 for "CARDEN ORGA? CS “ under Trademark Act Section 2¢d), | S C §160 *2{3}. The nwnoer
S

of the other murk claims the sssociated gnods are “fertilizers, soil mmmomrt and »mi sxnendments fiw Somestio use™. A such, tee Apphicant
respeetfully disaprees that consumers could suffer confusion between the thid ,:rm} & fertilizers and the Applics zeds and ﬂ\ﬂing& By
analogy, this would be to sopgest that comsumers could be confused L“*‘&Et‘!" scssces of pasoline and sowsces ﬂt IS blm. The other pasty
sells poads which feriilive plants, whereas the Applicant sells the plantss vh\,nw:i\ﬂs

In the case of the Appheant's services iy international class 841, the distinefion & even more dramatic, The third pam' seils fertifizer, wheross
the AppHicant provides educational services. As staled in both th orightal and the amended version of \1'-‘:_ Apphicant’s description of goods and
are not education sbout fertifizers. For this reason, the Appiwm FRGUCHS

services, these cducstional servi F that the Examiﬁ Arorney
reconsider this obdection, and furthermore that the Examining Attomey compare the Applicant’s chuxs 031 goods and its class Odiservices w the

wiher mark independandy,

R e e 0 e e e b S b S .

MESCLAIMERS

Beoapse the Examining Atorn
dieseriptive, the Applicant is will

- has presented arguments tha both the word "GARDEN” and the word “"ORGANICE” can be considered
fing to provide the following disclatmers in consection with the mark:

i claim i3 made b the oxchesive ripht toouse "GARDEN® apart from the mark as shows.”

"N claim is made 8o the exclusive right 1o use "ORGANICS® apart from the mark as showa,”

CONCLUSION

{iiven the forepoing arguments, Applicant belioves the Maek is in condition for publication and reque:

I

Atterney have any guestions, e shonld fesl free fo comact Apphcant’s j*im“"s*\’

INTERNATEINAL CEASE

DESCRIPTHAN

4

Agriceiral, borteuinmal products and plants; namedy, plane stans, ransplans and seedlings

FILING BASIS | Soction

[

{a)

PINET USE ANY WIS

At least as early a5 8272072004

Al loast 35 carly ax §2/20/3004

Agriculorral and hortiouimral products, namely, Hving planis, plant seeds, and seadiings

TILING BASIS | Section 1(a)
FIRST USE ANYWHERE DATE Al least as early 23 0272072004

FIRST USE N COMMERUE DATE I least as carly ax 02/20/2004

Exhibit D. 16




Exhibit E.

USPTO’s July 11, 2006 Suspension Letter sent to Petitioner

Relevance: Examining attorney suspends Petitioner’s application for the mark stating, in part.. The
refusal based on Section 2(e)(1) is maintained and continued... Action on this application is

suspended pending the disposition of: Application Serial No(s). 78608724

17



UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: TEBAZIYS

APPLICANT: Kathizen Hirags % 7 8 6 3 29 9 5 ¥

CORKESPONDENT ADDRESS: RETURN ADDRESS:
Don Thormburgh s
Do Thomburgh Law Corposation

4&..(; Poodill Bivd.
aUrnads Flintridps CA G100

MARK: GARDEN ORGANICS

CORRESFONDENT'S REFERENCE/DOQURET NO: D

Il

CORRESPFONDENT EMAIL ADDRERS:

wiptafidonfhomburgh.com

Ty

-3
o
o
ot}
3%
N
]
L5

Serial Mumb
RNOTICE OF SUSPFENSION

"QUSFENS?GN PROCEDURE: This suspension notive serves w suspend action on the application for the reason(s) speeified below. No response is need ‘d
ITCER 820 Huu eves, the o “\amm:ix,a: attorney will cenduu.’r pertodic stetus chocks and may issuc fnquiries at 6 mnmh intervals from the mealing date of th
notics. 'T\iEP inguiry Office action issues, apphicant will have & months frovs the matling or comailing date of the stams inguiry to

vespand. 13 ULS C Qmagm i 37 L.}?.R. §2.62.

MAILING/E-MAILING DATE INFORMATION: It the madi ng or e-mailing date of Llhb Office action does ot appear above, this information can be
obrained by visiting the USPTO website 5 { ' irserting the applicaion serfal munber, and viewing the prosecution history for the madling date
of the most recently issued Oftice comprmcation.

This letter responds to appieant™s communication Sled on June 14, 2006

he appiicant has {1} arfz-ue sgainst the refusal pursuant (o Section 2{e)1), and {23 submitted an anended identification of goods. The amended identification
of goods is accoptable. i\lb{ﬂ based on Scction (¢ 1) is maintained and continued.

Action on this application is suspended pending the disposition of:

- Application Serigl No{g). 78608724

Since apphicant's offective filing daw i3 subsequent to the effbotive filing date of the above-identified application(s), the lawern, ¥ and wheon & registors, may be
cited aganst this application in a refusal to rogister under Section 2{d) of the Trademark Act, 153 UB.C §1052(d}. See 37 CFR. §2.83; TMEP §51208 ot seq.
& copy of information relevant to this pending application(s} was sent previously.

»’y\plicam mey subrail 3 request fo remove the application from suspension o present arguments related w0 the potential conflict between the relewant
ph:,ahun(s or other arpuments related to the ground for susponston. TMEP § ‘ah,GB. \ppqmmu decu}n 151 {0 pmg ont arpumnents during suspension will
o affeot the applicam's right to presont arpumens lator shouwld a refiss i 5 from the

Smailing o inp date of the 0 hu ac 118 1

Exhibit E.
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Exhibit F.

Respondent’s August 1, 2006 Registration Certificate for “Garden Organics”

Relevance: Respondent’s Registration No. 3,125,129 for the mark subject to the Petition for Cancellation

19
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United States Patent and Trademark Office

Reg, Ne, 3,125,129

Repisterad Ang. 1, 206

ADEMARK
SUPTLEMENTAL REGISTER

Garden Organt

AN CABERCE LSR5
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Exhibit G.

USPTO February 21, 2007 Office Action to Petitioner

Relevance: Examining attorney refuses Petitioner’s application for registration, stating, in part: On July
11, 2006, action on this application was suspended pending the disposition of Application Serial
No. 78608724. The referenced pending application has since registered. Therefore, registration is
now refused as follows. The refusal based on Section 2(e)(1) is maintained and CONTINUED.

21



UNTTED STATES PATENT AND TRADEMARK OFFICE

SERIAL NIY TREA200S
APPLICANT: Kuthieen Hirsgs o 7 86 ’3 29 9 S ¥
CORRESPONDENT ADDRERR: RE’N. Bx Jﬁﬂ[ﬂl&gg

Ben Thorabweh

Dion Thombureh Law Corpovation
#3130

366 Footill Bivd,

La Canada Fliniridpge CAS101L

MARK: ZARDEN QRGANICS

CORRESFONDENTS REFERENCE/DOCKET NO: N/A

b, ek and
CORRESPONDENT EMAIL ADDR
usptofidonthorsburghe

OFFICE ACTION

RESPONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER KESPONSE TO THIS OFFICE ACTION WITHIN 6
MONTHS OF THE MAILING OR E-MAILING DIATE.

MAILING/E-MAILING DATE INFORMATION: If the muiling or c-mailing date of this Gifice action doos not appear above, this information can be obigined by
ing the USPTO wch“v‘ 7, insgriing the application serial numbaer, and viewing the prosecution history for the mailing date of the most recently
issued Office communicasio

erial Number 7R/B32093

A

O Judy 11, 2066, acidon on this applicstion was suspended pmdwg the disposition of Application Serial No. 78808724, The referonced peading application has sine
registered. Theretore, regisiration is now reftised as follows.

The retisal based on Sectton 2{e} 1) is maintained and CONTINUED,

Refusal based on 2{d) - Likelihood of Confusion

The examining atterney refuses registration under Trademark Act Section 2(d), 15 U.8.0. Section 10524, because the sppifcant's mark, when used on or in connection
with the identifizd goods, so resembdes the mark in U.S. Repistration No. 3125122 as {0 be Hkely to causz confusion, to cause wiistake, of to deceive. TMEP section
1207, Seethe enclosed registration.

The exsmining atterney must analyze each cise in two steps 1o dutermine whether there is 5 Hikelihood of vonfuston. First, the examining attorney must look at the marks
for simlarities w ay emvcc., sesumid, mnnm?a on and covmnercisl impresston, fn ye £, £ DuFont de Nemowrs & Co., 476 F2d 1357, 177 LISPQ 363 (CCPA 1973}
Second, the examinang attorney must compare the goods or servicss fo deternuing i they are related or i the artwvities surrounding thelr markenng are such that contusion
3% o origin is likely. f e x.,dg;u! Starck KG, 218 USP(Q 823 {TTAB 1983} I re Inter asional Tefephone and Telegraph Corp., 197 USPO $16 {TTAR 1978, Cuardian
Products Co., v Scott Paper Co., 200 USPQ 738 (TTAB 1975}
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Exhibit H.

Petitioner’s August 20, 2007 Petition for Cancellation

Relevance; Petitioner states that grounds for cancellation of Respondent’s mark are:

“On information and belief, Petitioner asserts that Respondent fraudulently obtained
registration of the mark because Respondent had not used the mark in commerce (as defined

by the Act) on the date indicated on Respondent’s Application”

“On information and belief, Petitioner asserts that Respondent is not using the mark in

commerce and has ceased operation of the associated business on or about May 31, 2006.”
and

“Petitioner will be damaged if Respondent’s registration is not cancelled. Respondent’s use
of its mark in commerce could create a likelihood of confusion with Petitioner’s use of its

b4

mdark.
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